APR-18-06 TUE 10: 13 AM FAX NO. aJSmmlSLm' 03 

APR 1-8 2006 



Doc Code: AP.I'RB.REQ ptcvsb/33 (0 r» 5 ) 

Approved for use through xx/xx/?00x. OMB OGM-ODxx 
PQP^rK Roduclfan A<l 0 ,1 89 =. ^n, M ^ « ^^^ S^^^S^^^^ 



PRE-APPEAL BRIEF REQUEST FOR REVIEW 



I hereby certify that this correspondence is being deposits with tho 
United States Po5tr<f Servico with sufficient postage as first class 
mntf in an envelope addressed to "Mai) Stop AF, Commissioner for 
Patent*, P.O. Box 1450, Alexandria, VA 22313-1450" [37 CFR 



on 



Signature 

Typed or printed 
name 



Application Number 

10/709,811 



Docket Number (Optional) 

BUR920040136US1 

Fife" - " ~~ 



05/28/2004 



First Named Inventor 



Austin, ct al. 



Art Unit 



2817 



Examiner 

Chang, Joseph 



Applicant requests review of the final rejection in the above-identified application. No amendments are beinn filed with 
this request 



This request is being filed with a notice of appeal 

t 

1 ho review requested for the reason(s) stated on the attached sheet(s). 
Note: No more than five (5) pages may bo provided. 



I am iho 

|~ '] applicant/inventor. 

1 assignee of record of tho entire interest, 
1 See 37 CFR 3.71. Statement under 37 CFR 3.73(b) is enclosed. 
(Form PTQ/SB/0G) 




attorney or agent of record. 



Registration number 



□ 



attorney or agent acting under 37 CFR 1.34. 
Registration number If acting, under 37 CFR 1.34 



Khol D. hJg.uyon 



Typed or printed name 

(S1p)2 g(M8S0 

Telephone number 



I Date 



NOTE: Signatures of all the Inventors or assignees of record of ihe entire interest or their reprcsenlative(s) arc required. 
SuhmU multiple forms if more than one signature is required, see below. 



n 



'Total of 



forms are submiltod. 



1 his colleciion or infoniwilon Is roqulmd by 35 u.S.C. 132. The information Is required to obtain or retain a benefit by tho pubfic which is to fite (and by tho 
USPTO to process) pn application. Confidentiality Is governed by 35 U.S.C 1?2 and 37 CFR 1.11, t.n and 41 6. This collection is estimated to take 12 
minuics to eompWu. including Gathering. preparing, and submitting the completed application form lo the USPTO. Time wilt vary depending upon the 
Indivldunl case. Any comments on Uio amount of lima you require to compile this form and/or suggestions Jor reducing this burden, should bu zoni lo ihe 
Cblo! Information OiHccr, U-sS, Patent ?md Trade^mrk Office, U.S. Department of Commerce. P.O. Box. 1450, Alexandria, VA 22313-1/150, OO NOT SEND 
PTES OR COMPLETED FORMS TO THIS ADPNESS. SEND TO: Mori Slop AF, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 
2?313-1450. 

// you need &tst$t Jnco in completing tl\o form, call 1-800 PTO-0199 and sotect option 2 



PAGE 3(7 * RCVD AT 411 8/2006 10:07:20 AM [Eastern Daylight Time] ' SVR:USPT0-EFXRF-3/15 * DNIS:2738300 « CSID: * DURATION (mm-ss):0240 



APS-18-0B' TUE 10:13 AN 



FAX NO. 



P. 04 



GROUNDS OF REJECTION AND ARGUMENTS 
GROUND OF REJECTION 1 

Claims 9-12, IV 1 5, and 1 7-20 stand rejected under 35 U.S.C. 1 02(b) as allegedly being 
anticipated by Schorn ct al. (US 6,278,334). 
ClaiinO: 

Appellants respectfully contend that Schorn does not anticipate claim 9, because Schorn 
does not not teach i4 (b) a control circuit including a first switch circuit and a first resistance 
adjusting circuit electrically coupled in scries between the output node and the first operating 
voltage" of claim 9 (bold emphasis added). 

More specifically, in page 2 of the final Office Action (dated January 24, 2006), the 
Examiner indicates that the first operating voltage is VDD and that the "control circuit including a 
first switch circuit (upper transistor of 46) and a first resistance adjusting circuit (lower transistor of 
-16)" of FIG. 4 of Schorn anticipates the control circuit of claim 9. However, this control circuit 46 
of Schorn is coupled between the output node and the second operating voltage (Ground). In 
conlrast, the control circuit of claim 9 is coupled between the output node and the first operating 
voltage. 

In addition, as a second argument by Appellants, Schorn does not teach u thc first resistance 
adjusting circuit electrically couples the first switch circuit to the output node" of claim 9. More 
specifically, FIG. 4 of Schorn shows that the first switch circuit (upper transistor of 46) electrically 
couples the first resistance adjusting circuit (lower transistor of 46) to the output node OUT. In 
contrast, claim 9 claims that the first resistance adjusting circuit electrically couples the first switch 
circuit to the output node (i.e., the other way around). 

In page 2 of the final Office Action, the Examiner argues that " . .every element and 
connection are the same as the one in this application and therefore any functional limitations 
recited in the claims are inherently present," In response, Appellants would like to note thai the 
first and second arguments by Appellants above show that the control circuit 46 of Schorn (FIG. 4) 
and the control circuit of claim 9 are not structurally the same, Therefore, the Examiner's 
conclus ion that "therefore any functional limitations recited in the claims are inherently present" is 
not persuasive. For instance, with reference to FIG, 4 of Schorn, in response to the input signal 
(IN) decreasing in voltage towards the second operating voltage (ground), the resistance of the first 
switch circuit (upper transistor of 46) is increased (the operating principle of an n-channcl 
transistor). In contrast, in claim 9, "in response to the input signal decreasing in voltage towards 
the second operating voltage, the first switch circuit is configured to decrease in resistance" (bold 
emphasis added). 

13ascd on the preceding arguments, Appellants respectfully maintain that Schom docs not 
anticipate claim 9, and that claim 9 is in condition for allowance, 
£!atmJJ2: 

Since churn 10 depends from claim 9, Appellants contend that claim 10 is likewise in 
condition for allowance. 

10/709,811 1 
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OfljJU.il: 

Since claim 1 1 depends from claim 10, which is in condition for allowance as argued 
above, Appellants contend thai claim 1 1 is likewise in condition for allowance. 

Since claim 12 depends from claim 9, which is in condition for allowance as argued above, 
Appellants contend that claim 1 2 is likewise in condition for allowance. 
CIfiimJ4: 

Since claim 14 depends from claim 9, which is in condition for allowance as argued above, 
Appellants contend that claim 1 4 is likewise in condition for allowance. 

Moreover, Schorn docs not teach "The oscillator delay stage circuit of claim 9, wherein the 
inverting circuit comprises a CMOS Inverter" o f claim 1 4 (botd emphasis added). More 
specifically, Schorn, from PIG. 2 to FIG. 4, only teaches that the oscillator delay stage circuit 
comprises the inverting circuit 16 (FIG. 2) or Hie inverting circuit 44 (FIG. 4) without saying 
further detail about these inverting circuits 16 and 44. Tn contrast, in claim 14, the inverting circuit 
is a CMOS inverter. 

In page 3 of the final Office Action, the Examiner argued that "Although Schorn does not 
explicitly disclose that the inverter 44 is CMOS, one of ordinary skill in the art would have 
recognized that the inverter 44 is of CMOS because CMOS inverters arc well known in the art". In 
response, Appellants agree tinat CMOS inverters are well known in the art. However, it's not 
inherent that the inverter 44 in FIG. 4 of Schorn is a CMOS inverter (it can be any other inverters, 
for example an inverter can comprise only one n-channcl transistor). The Examiner also argued 
that "Figures 1-3 shows CMOS inverters", hi response, Appellants note that, contrary to the 
Examiner's belief, the entire Schorn patent docs not mention any CMOS inverter. 

Based on the preceding arguments, Appellants respectfully maintain that Schorn does not 
anticipate claim 14, and that claim 14 is in condition for allowance. 

Appellants respectfully contend that Schorn does not anticipate claim 17, because Schorn 
does not teach "a control circuit including a switch circuit and a resistance adjusting circuit 
electrically coupled in scries between the output node and the first operating voltage" of claim 17 
(bold emphasis added). 

More specifically, in page 2 of the final Office Action, the Examiner indicates that the 
"control circuit including a first switch circuit (upper transistor of 46) and a first resistance 
adjusting circuit (lower transistor of 46)" of FIG. 4 of Schorn anticipates the control circuit of 
claim 9. However, this control circuit 46 of Schorn is coupled between the output node and the 
second operating voltage. In contrast, the control circuit of claim 17 is coupled between the 
output node and the first operating voltage. 

In page 2 of the final Office Action, the Examiner argues that ". . .every clement and 
connection are the same as the one in this application and therefore any functional limitations 
recited in the claims are inherently present," In response, Appellants would like to note that (he 
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argument by Appellants above show that the control circuit 46 of Schorn (FIG. 4) and the control 
circuit of claim 1 7 arc not structurally the same. Therefore, the Examiner's conclusion that 
"therefore any functional limitations recited in the claims are inherently present" is not persuasive 
- For instance, with reference to FIG. 4 of Schorn, in response to the input signal (IN) decreasing in 

voltage towards the second operating voltage (ground), the resistance of the first switch circuit 
(upper transistor of 46) is increased (the operating principle of an n-channcl transistor). In 
contrast, in claim 1 7, "(c) in response to an input signal decreasing in voltage at the input 
node. . .(ii) decreasing the resistance of the switch circuit" (bold emphasis added). 

Based on the preceding arguments, Appellants respectfully maintain that Schorn does not 
anticipate claim 17, and that claim 17 is in condition for allowance. 
Ciiim.18: 

Since claim 18 depends from claim 17, which is in condition for allowance as argued 
above, Appellants contend that claim 1 8 is likewise in condition for allowance. 

Moreover, Schorn docs not teach "the resistance adjusting circuit electrically couples the 
switch circuit to the output node" of claim 18. More specifically, FIG. 4 of Schorn shows that the 
switch circuit (upper transistor of 46) electrically couples die resistance adjusting circuit (lower 
transistor or 46) to the output node OUT. In contrast, claim 1 8 claims that the resistance adjusting 
circuit electrically couples the switch circuit to the output node (i.e., the other way around). 

Based on the preceding arguments, Appellants respectfully maintain lhat Schorn docs not 
anticipate claim 1 8, and lhat claim 1 8 is in condi Hon for allowance. 
Claim 19: 

Since claim 19 depends from claim 17, which is in condition for allowance as argued 
above, Appellants contend that claim 19 is likewise in condition for allowance. 
Claim 20: 

Since claim 20 depends from claim 17, which is in condition for allowance as argued 
above, Appellants contend that claim 20 is likewise in condition for allowance. 

Moreover, Schorn docs not teach "The method of claim 17, wherein the inverting circuit 
comprises n CMOS inverter" of claim 14 (bold emphasis added). More specifically, Schorn, from 
FIG. 2 to FIG. 4, only leaches lhat the oscillator delay stage circuit comprises the inverting circuit 
16 (FIG. 2) or the inverting circuit 44 (FIG. 4) without saying further detail about these inverting 
circuits 16 and 44. In contrast, in claim 20, the inverting circuit is a CMOS inverter. 

In page 3 of the final Office Action, the Examiner argued that "Although Schorn does not 
explicitly disclose that the inverter 44 is CMOS, one of ordinary skill in the art would have 
recognized lhat the inverter 44 is of CMOS because CMOS inverters arc well known in the art". In 
response, Appellants agree that CMOS inverters are well known in the art. However, it's not 
inherent that the inverter 44 in FIG. 4 of Schorn is a CMOS inverter (it can be any other inverters, 
for example an inverter can comprise only one n- channel transistor). The Examiner also argued 
that "Figures 1 -3 shows CMOS inverters". In response, Appellants note lhat, contrary to the 
Examiner's belief, ihc entire Schorn patent does not mention any CMOS inverter. 
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Based on the preceding arguments, Appellants respectfully maintain thai Schom docs not 
anticipate claim 20, and that claim 20 is in condition for allowance. 
AROUND OF K EJECTION 2 

Claims 6, 15, and 17 stand rejected under 35 U.S.C. 103(a) as allegedly being unpatentable 
over Schom ct al. (US 6,278,334) in view of Abe et al. (US 6,271,730). 

Regarding claim 6, claim 6 is now rewritten in a dependent form of claim I with the 
limitations of the original claim 6. Since claim 6 depends from claim I, which is allowed as 
indicated in the final Office Action, Appellants contend that claim 6 is likewise in condition for 
allowance. 
Claim 15: 

Since claim 15 depends from claim 9, which is in condition for allowance as argued above, 
Appellants contend that claim 1 5 is likewise in condition for allowance. 
GUijmJ7: 

Regarding claim 17, in page 3 of the final Office Action, the Examiner argued that 
"Although Schom docs not explicitly disclose that the inverter 44 is CMOS, one of ordinary skill in 
the art would have recognized that the inverter 44 is of CMOS because CMOS inverters are well 
known in the art, as an example, Figures 1-3 shows CMOS inverters". In response, Appellants note 
that, there is no feature "the inverting circuit comprises a CMOS inverter"' in claim 17. 

Based on the preceding arguments, Appellants respectfully maintain that claim 17 is not 
unpatentable over Schom in view of Abe, and that claim 17 is in condition for allowance. 

SUMMARY 

In summary, Appellants respectfully request reversal of the January 24, 2006 Office Action 
rejection of claims 9-12, 14,-15, and 17-20. 

Respectfully submitted, 



Dated; /)"f>Aili£; 2CT06 



Khoi D. Nguyen 
Attorney For Appellants 
Registration No. 47,820 



Sclimeiscr, Olscn & Watts 
22 Century Hill Drive 
Suite 1t 302 

Latham, New York 121 10 
(518) 220-1850 
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